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Art Unit: 3656

DETAILED ACTION
Election/Restrictions
Applicant's election with traverse of Group 1 and Species 1 drawn to claims 1-25,
46-50 in the reply filed on 05/18/2011 is acknowledged. The traversal is on the
ground(s) that there is no serious search burden. This is not found persuasive because

the different species include mutually exclusive characteristics. In addition, these
species are not obvious variants of each other based on the current record (i.e.
Applicant has not admitted the species to be obvious variants of one another).
Therefore, there is an examination and search burden for these patentably distinct
species due to their mutually exclusive characteristics. The species require a different
field of search (e.g., searching different classes/subclasses or electronic resources, or
employing different search queries); and/or the prior art applicable to one species would
not likely be applicable to another species.
The requirement is still deemed proper and is therefore made FINAL.

Priority

Acknowledgment is made of applicant's claim for foreign priority based on an
application filed in Ml2007A000239 on 02/09/2007. It is noted, however, that applicant
has not filed a certified copy of the Foreign application as required by 35 U.S.C. 119(b).
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Drawings
The drawings are objected to under 37 CFR 1.83(a). The drawings must show

every feature of the invention specified in the claims. Therefore, the subject matter of
claims 4, 9, must be shown or the feature(s) canceled from the claim(s). No new matter

should be entered.
Corrected drawing sheets in compliance with 37 CFR 1.121 (d) are required in

reply to the Office action to avoid abandonment of the application. Any amended
replacement drawing sheet should include all of the figures appearing on the immediate
prior version of the sheet, even if only one figure is being amended. The figure or figure
number of an amended drawing should not be labeled as “amended.” If a drawing figure
is to be canceled, the appropriate figure must be removed from the replacement sheet,
and where necessary, the remaining figures must be renumbered and appropriate
changes made to the brief description of the several views of the drawings for
consistency. Additional replacement sheets may be necessary to show the renumbering

of the remaining figures. Each drawing sheet submitted after the filing date of an
application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner,

the applicant will be notified and informed of any required corrective action in the next
Office action. The objection to the drawings will not be held in abeyance.
The drawings are objected to because the numbers and reference characters are
not plain and legible (they are handwritten) for figures 14-16. Corrected drawing sheets
in compliance with 37 CFR 1.121 (d) are required in reply to the Office action to avoid
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abandonment of the application. Any amended replacement drawing sheet should

include all of the figures appearing on the immediate prior version of the sheet, even if
only one figure is being amended. The figure or figure number of an amended drawing
should not be labeled as “amended.” If a drawing figure is to be canceled, the
appropriate figure must be removed from the replacement sheet, and where necessary,
the remaining figures must be renumbered and appropriate changes made to the brief

description of the several views of the drawings for consistency. Additional replacement
sheets may be necessary to show the renumbering of the remaining figures. Each
drawing sheet submitted after the filing date of an application must be labeled in the top

margin as either “Replacement Sheet” or “New Sheet” pursuant to 37 CFR 1.121 (d). If
the changes are not accepted by the examiner, the applicant will be notified and

informed of any required corrective action in the next Office action. The objection to the
drawings will not be held in abeyance.

Specification
The disclosure is objected to because of the following informalities: The
specification should include headings for the appropriate sections according to those

described in CFR 37 § 1.77. The headings are not consistent with US format.

Claim Objections
Claims 4 and 5 are objected to because of the following informalities: The word
“gearshifting” is missing a space between gear and shifting. Appropriate correction is
required.
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Claim Rejections - 35 USC § 1 12
The following is a quotation of the first paragraph of 35 U.S.C. 112:
The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall

set forth the best mode contemplated by the inventor of carrying out his invention.

Claims 1, 46, 49, 50 are rejected under 35 U.S.C. 112, first paragraph,
because the specification, while being enabling for the particular structure which
performs the functions as described in the claims, does not reasonably provide

enablement for any possible structure that can perform the stated functions as
claimed. The specification does not enable any person skilled in the art to which

it pertains, or with which it is most nearly connected, to make the invention
commensurate in scope with these claims.
Claims 1, 46, 49, and 50 all include unlimited functional language recitations.
Claim 1, for example, recites “a single lever that is mobile with respect to the support

body to command both a brake, and a derailleur in two first and second substantially
opposite directions of movement” and further recites “wherein the single lever: has a
rest position in which it commands neither the brake nor the derailleur, moves in a first
direction to command the brake, and moves in a second direction, different from the first

direction, by a first distance to command movement of the derailleur in the first
derailleur direction and by a second distance different from the first distance to
command movement of the derailleur in the second derailleur direction.” These

recitations do not recite the particular structure which accomplishes the function or

Application/Control Number: 12/029,047
Art Unit: 3656

Page 6

achieves the result. Without reciting the particular structure, all means or methods of
resolving the problem or performing the function may be encompassed by the claim (i.e.
unlimited functional language). The specification only provides support for the particular
embodiment and particular structure that allows for the stated functions to occur.
Furthermore, one of ordinary skill in the art would not know from the claim terms what
structure or steps are encompassed by the claims. In other words one of ordinary skill in
the art would not know every possible structural permutation that allows for the stated

functions to occur. Thus the specification is not commensurate in scope with the claims.
It is noted that claims 1, 46, 49, 50 also recite unlimited functional language and
therefore have the same problem as claim 1. Please see Supplementary Examination
Guidelines for Determining Compliance With 37 U. S. C. 112 and for Treatment of
Related Issues in PatentApp/ications, 76 FR 7162 (Feb. 9, 2011) and MPEP

2173.05(g).

The following is a quotation of the second paragraph of 35 U.S.C. 112:
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

Claims 1-25, and 46-48 are rejected under 35 U.S.C. 112, second paragraph,
as being indefinite for failing to particularly point out and distinctly claim the
subject matter which applicant regards as the invention.
Claim 1 recites “a single lever that is mobile with respect to the support body to
command both a brake, and a derailleur in two first and second substantially opposite

directions of movement". This recitation contains a number of problems.
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First, the term "to command" is ambiguous and it is unclear what is meant by the
word in light of the embodiment being claimed. A command is typically defined as an
order or in electrical arts a signal that activates a device. In context of the mechanical
embodiment elected it is therefore unclear what is meant by the word command. Does it
mean that movement of the lever allows for the brake and derailleur movement or does
it mean that movement of the lever actuates the brake and derailleur?

Another problem is that it is unclear what the "two first and second substantially
opposite directions of movement" is referring to. First, the word "two" renders the
recitation unclear since it already includes the words “first and second” which implies
two directions unless the applicant means two sets of first and second directions.

Secondly, it’s unclear whether the directions of movement are solely describing
movement of the derailleur or of the brake as well since the way it the recitation is
written it appears to include two sets of first and second movements.
Claim 46 includes the same problem of the term "to command".

Claim 7 recites “the direction of movement of the bicycle” which lacks antecedent
basis. In addition, it is unclear and ambiguous to define an axis relative to a direction of

movement of a bicycle since the direction of movement of a bicycle is relative to the
direction which a user is riding in. Since the direction of movement of a bicycle could
change does that mean that the rotational axis could also actively change?
Claim 8 recites “said first rotational axis is substantially horizontal". This is
unclear since no frame of reference is given. What is the rotational axis substantially
horizontal relative to? Claim 9 has the same problem as claim 8 with the term “vertical”.
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Claim 11 recites “wherein the single lever is hinged to the connecting rod

according to a third rotational axis”. It is unclear what is meant by this recitation. What is
meant by “according to a third rotational axis”?

Claim 17 recites “and/or”. This a broad range or limitation together with a narrow
range or limitation that falls within the broad range or limitation (in the same claim) is
considered indefinite, since the resulting claim does not clearly set forth the metes and
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the explanation
given by the Board of Patent Appeals and lnterferences in Exparte Wu, 10

USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is
followed by "such as" and then narrow language. The Board stated that this can render

a claim indefinite by raising a question or doubt as to whether the feature introduced by
such language is (a) merely exemplary of the remainder of the claim, and therefore not
required, or (b) a required feature of the claims. Note also, for example, the decisions

of EX parte Steigewa/d, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd.
App. 1948); and Exparz‘e Hasche, 86 USPQ 481 (Bd. App. 1949). It is unclear which
state is being claimed. Perhaps using language such as, “associated with at least one of
said cable winding bush or said gear wheel” would clarify the situation.

Claim 19 recites “the gear wheel comprises each of a first and a second sector,
in each of which respective first and second teeth are formed that between them define
a number of spaces at least equal to said predetermined number of angular positions;”.
The wording in this recitation is unclear and confusing. ls applicant stating that each of
the first and the second sector both include first and second teeth (in other words there
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being 4 sets of teeth)? Are the spaces between each tooth or each set of teeth? It is
recommended to define which sector comprises which teeth and how the teeth
correspond to the number of angular positions.
Claim 19 further recites “a third elastic member”. Since this claim is not
dependent upon the claim that introduces a first and second elastic member it is unclear
why this is called a third elastic member unless Applicant intended the first and second
elastic members to be claimed. If not, perhaps merely stating an elastic member would

fix the problem.
Claim 20 recites “each of the spaces of the first and second sector are defined by
an active side and by an inactive side, the active side facing, with respect to the space,

in a first direction of rotation of the gear wheel corresponding to a direction of rotation of
the cable-winding bush during winding of the derailleur control cable.” This recitation is

unclear because of its wording. Perhaps replacing “corresponding” with “which
corresponds” and deleting “with respect to the space” would help the clarity of the claim.
Claim 21 recites “wherein when the lever and the connecting rod are in their rest
positions, the first ratchet is not engaged with any space of the first sector whereas the
second ratchet is engaged in one of the spaces of the second sector, the second
ratchet abuts the active side of the space, so as to prevent rotation of the gear wheel in

a second direction of rotation opposite the first direction of rotation." It’s unclear whether
the second ratchet abutting the active side is related to the condition stated in the claim.
Perhaps modifying this recitation to “wherein when the lever and the connecting rod are
in their rest positions, the first ratchet is not engaged with any space of the first sector
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whereas the second ratchet is engaged in one of the spaces of the second sector such
that the second ratchet abuts the active side of the space, so as to prevent rotation of
the gear wheel in a second direction of rotation opposite the first direction of rotation."

Claim 22 recites “sufficient so that the first ratchet moves against the active side
of the space in which it is engaged while the second ratchet moves to a position in front
of an adjacent space.” It is unclear what this recitation is referring to. What is sufficient?
Claim 47 recites “the intermediate body” and "the second rotational axis". These
terms lacks antecedent basis. In addition, it is unclear whether there is a first rotational
axis or not.

Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless —
(b) the invention was patented or described in a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of application for patent in
the United States.

Claims 1-3, 5, 46, 49, 50, as best understood, are rejected under 35

U.S.C. 102(b) as being anticipated by Jordan et al. (USpgpub 20060207375).
Regarding claim 1, Jordan et al. discloses a control device comprising a support

body (18) [configured to be fixed to a handlebar of a bicycle], and a single lever (36) that
is mobile with respect to the support body [to command both a brake, and a derailleur in
two first and second substantially opposite directions of movement] (it is capable of the

function), wherein the single lever: [has a rest position in which it commands neither the
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brake nor the derailleur (seen in figures), moves in a first direction to command the
brake (lever 36 moves to allow braking to occur), and moves in a second direction,

different from the first direction, by a first distance to command movement of the
derailleur in the first derailleur direction (paragraph 20) and by a second distance
different from the first distance to command movement of the derailleur in the second
derailleur direction. (paragraph 20)]
Regarding the functional recitation(s) in the claim(s) denoted by the “[ ]” the
examiner notes while features of an apparatus may be recited either structurally or
functionally, claims directed to >an< apparatus must be distinguished from the prior art
in terms of structure rather than function. The reference discloses all the claimed

structural limitations and therefore anticipates the claim. See MPEP 2114. Additionally,
the apparatus is capable of performing the claimed functions.
Regarding claim 2, Jordan et al. discloses the second direction is substantially
perpendicular to the first direction (see figures, braking direction is perpendicular to

shifting direction).
Regarding claim 3, Jordan et al. discloses the movement of the derailleur in the
first derailleur direction corresponds to downward gearshifting and the movement of the

derailleur in the second derailleur direction corresponds to upward gearshifting
(paragraph 20).
Regarding claim 5, Jordan et al. discloses the support body is configured to be
gripped in a hand.
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Regarding claim 46, Jordan et al. discloses a control device comprising a single
lever (36) [that is mobile with respect to a support body to command both a brake and a

derailleur], wherein the single lever: has a rest position (seen in figures), [moves in a
first direction to activate the brake (moves to allow braking), and moves in a second

direction, by a first distance that moves the derailleur in a first derailleur direction, and
by a second distance that moves the derailleur in the second derailleur direction.
(paragraph 20) ]
Regarding claim 49, Jordan et al. discloses a support body configured to be fixed
to a handlebar of a bicycle, and a lever [that moves with respect to the support body to
activate both a brake and a derailleur]; [wherein to activate the brake requires one
movement of the lever in a first direction, and activation of the derailleur requires
movement of the lever in a second direction; wherein movement of the derailleur occurs

in substantially two opposite derailleur directions, and movement in each of these
derailleur directions is controlled by movement of the lever in the second direction;

wherein the movement of the lever by a distance in the first direction moves the
derailleur in a first derailleur direction, and movement of the lever by a further distance
in the first direction moves the derailleur in a substantially opposite derailleur direction to
the first derailleur direction.] (see figures and paragraph 20)
Regarding claim 50, Jordan et al. discloses a support body configured to be fixed
to a handlebar of a bicycle, and a lever [that moves with respect to the support body to
both activate a brake and cause a gearshift]; [wherein activating the brake requires one
movement of the lever in a first direction, and causing the gearshift requires movement
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of the lever in a second direction; wherein the gearshift can be an upwards gearshift or
downwards gearshift, depending on movement of the lever in the second direction.]
(see figures and paragraph 20)

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all
obviousness rejections set forth in this Office action:
(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

Claims 1-10 and 46-50, as best understood, are rejected under 35 U.S.C.
103(a) as being unpatentable over Tsumiyama et al. (Uspgpub 20020139218) in
view of Jordan et al. (USpgpub 20060207375).
Regarding claim 1, Tsumiyama et al. discloses a control device comprising a

support body (110) [configured to be fixed to a handlebar of a bicycle], and a single
lever (150) that is mobile with respect to the support body [to command both a brake,
and a derailleur in two first and second substantially opposite directions of movement] (it

is capable of the function), wherein the single lever: [has a rest position in which it
commands neither the brake nor the derailleur (seen in figures), moves in a first
direction to command the brake (lever 36 moves to allow braking to occur).
Tsumiyama et al. fails to explicitly disclose the function that the single lever

moves in a second direction, different from the first direction, by a first distance to
command movement of the derailleur in the first derailleur direction and by a second

Application/Control Number: 12/029,047

Page 14

Art Unit: 3656
distance different from the first distance to command movement of the derailleur in the
second derailleur direction.]
Jordan et al. teaches the functional concept of using a lever that moves in a

second direction, different from the first direction, by a first distance to command
movement of the derailleur in the first derailleur direction and by a second distance
different from the first distance to command movement of the derailleur in the second

derailleur direction for the purpose of relieving discomfort and loss of control which may
result when shifting in a mechanism which requires an operators fingers to alternate
sides of the lever (see paragraph 2).
It would have been obvious to one having ordinary skill in the art at the time the
invention was made to have modified the control device disclosed by Tsumiyama et al.
to allow for upshifting and downshifting of a single lever in one direction, as taught by

Jordan et al., for the purpose of relieving discomfort and loss of control which may
result when shifting in a mechanism which requires an operators fingers to alternate
sides of the lever (paragraph 2 in Jordan).
Regarding the functional recitation(s) in the claim(s) denoted by the “[ ]” the
examiner notes while features of an apparatus may be recited either structurally or
functionally, claims directed to >an< apparatus must be distinguished from the prior art
in terms of structure rather than function. The reference discloses all the claimed

structural limitations and therefore anticipates the claim. See MPEP 2114. Additionally,
the apparatus is capable of performing the claimed functions.
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Regarding claim 2, Tsumiyama et al. in view of Jordan discloses the second
direction is substantially perpendicular to the first direction (see figures, braking
direction is perpendicular to shifting direction).
Regarding claim 3, Jordan et al. discloses the movement of the derailleur in the
first derailleur direction corresponds to downward gear shifting and the movement of the

derailleur in the second derailleur direction corresponds to upward gear shifting
(paragraph 20).

Regarding claim 4, Jordan et al. discloses the claimed invention except for
explicitly disclosing the movement of the derailleur in the first derailleur direction
corresponds to upward gear shifting and the movement of the derailleur in the second
derailleur direction corresponds to downward gear shifting. It would have been obvious
to one having ordinary skill in the art at the time the invention was made to have
reversed the parts necessary to switch the function of the first derailleur direction and
the second derailleur direction, since it has been held that a mere reversal of parts
would have been an obvious expedient.

Regarding claim 5, Tsumiyama et al. in view of Jordan et al. discloses the
support body [is configured to be gripped in a hand.]
Regarding claim 6, Tsumiyama et al. discloses an intermediate body (130),
[which is supported so that it can move in rotation with respect to the support body
about a first rotational axis] (axis through 131), said single lever moves in rotation with
respect to the intermediate body about a second rotational axis (axis through 310),
different from the first.
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Regarding claim 7, Tsumiyama et al. discloses [wherein when the single lever is
in the rest position, said second rotational axis substantially points in the direction of
movement of the bicycle and said first rotational axis substantially points in a transversal

direction with respect to the direction of movement of the bicycle.] (depending on the
direction and the configuration of the device on the handlebar, Tsumiyama is capable of

disclosing this conditional statement)
Regarding claim 8, Tsumiyama et al. discloses said first rotational axis is
substantially horizontal.
Regarding claim 9, Tsumiyama et al. discloses wherein said first rotational axis is
substantially vertical.
Regarding claim 10, Tsumiyama et al. discloses the intermediate body comprises
a seat (160) for receiving a widened head of a brake control cable.

Regarding claim 46, Tsumiyama et al. a control device comprising a single lever
(150) [that is mobile with respect to a support body to command both a brake and a

derailleur], wherein the single lever: has a rest position (seen in figures), [moves in a
first direction to activate the brake (moves to allow braking).
Tsumiyama et al. fails to explicitly disclose the function that the single lever
moves in a second direction, by a first distance that moves the derailleur in a first
derailleur direction, and by a second distance that moves the derailleur in the second
derailleur direction.
Jordan et al. teaches the functional concept of using a lever that moves in a
second direction, by a first distance that moves the derailleur in a first derailleur
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direction, and by a second distance that moves the derailleur in the second derailleur
direction for the purpose of relieving discomfort and loss of control which may result
when shifting in a mechanism which requires an operators fingers to alternate sides of
the lever (see paragraph 2).
It would have been obvious to one having ordinary skill in the art at the time the
invention was made to have modified the control device disclosed by Tsumiyama et al.
to allow for upshifting and downshifting of a single lever in one direction, as taught by

Jordan et al., for the purpose of relieving discomfort and loss of control which may
result when shifting in a mechanism which requires an operators fingers to alternate

sides of the lever (paragraph 2 in Jordan).
Regarding claim 47, Tsumiyama et al. in view of Jordan et al. discloses a cablewinding bush (22), supported so that it rotates on the support body, on which bush a
derailleur control cable (11) is wound, an indexing mechanism (26) that comprises a
gear wheel supported so that it can move in rotation on the intermediate body about the

second rotational axis between a predetermined number of predetermined angular
positions corresponding to the desired positions of the derailleur, a transmission
mechanism (32) between the cable-winding bush and the gear wheel of the indexing
mechanism, that causes a rotation of the gear wheel to correspond to a rotation of the

cable-winding bush.
Regarding claim 48, Jordan et al. discloses wherein the transmission mechanism

comprises a sliding connection (32 is capable of allowing movement of the members
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during assembly) [that allows substantially linear movement of said indexing mechanism
with respect to said cable-winding bush.]
Regarding claims 49 and 50 see rejection for claims 1 or 46.

Allowable Subject Matter
Claims 11-25 would be allowable if rewritten to overcome the rejection(s) under

35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the
limitations of the base claim and any intervening claims.

Conclusion
The prior art made of record and not relied upon is considered pertinent to
applicant's disclosure. Prior art includes similar assemblies.

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to THOMAS DIAZ whose telephone number is (571 )2705461. The examiner can normally be reached on Monday-Friday 7:30am to 4:00pm..
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Richard Ridley can be reached on (571)272—6917. The fax phone number
for the organization where this application or proceeding is assigned is 571 -273-8300.
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