Applicant: Giuseppe Dal Pra’
Application N0.: 12/029,047

Amendments to the Drawing

The attached sheets of drawings include changes to Figs. 14-16.

These

sheets, which contain Figs. 14-16, replace the original sheets including Figs. 14-16.
In Figs. 14-16, the handwritten reference numbers and characters have been
replaced with plain and legible typeface.
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REMARKS

Claims 1-8 and 10-50 are currently pending in this application. Claim 9 has
been canceled without prejudice. Claims 1, 3, 4, 7, 8, 11, 14, 15, 17-22, 46, 47, 49,
and 50 have been amended.

In the specification, the section headings have been

amended in compliance with 37 C.F.R. § 1.77.

In the drawings, Figs. 14-16 have

been amended to replace the handwritten reference numbers and characters with
plain and legible typeface.

Priority
The Action acknowledged Applicant’s claim for foreign priority, but stated
that a certified copy of the foreign application has not been filed in accordance with
35

U.S.C.

§ 119(b).

A

certified

copy

of Italian

Patent

Application

No.

MI2007A000239, filed February 9, 2007, will be submitted to perfect the foreign
priority claim.

Allowable Subiect Matter
Applicant thanks the Examiner for indicating that claims 11-25 contain
allowable subject matter and would be allowable if rewritten to overcome the 35
U.S.C. § 112 rejections and to include all of the limitations of the base claim and
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any intervening claims. As discussed below in detail, the references of record fail to
disclose or suggest every element of independent claim 1, which has been amended
to incorporate a limitation not disclosed or suggested by the cited references.
Claims 11-25 are dependent upon claim 1 and are similarly allowable over the
references of record.

Obiections to the Specification
The Action objected to the specification because of the absence of headings
consistent with U.S. format.

The specification has been amended to include

appropriate section headings according to those prescribed in 37 C.F.R. § 1.7 7(b).
Accordingly, withdrawal of the objection to the

specification is respectfully

requested.

Obiections to the Drawing
The Action objected to the drawings under 37 C.F.R. § 1.83(a) for failing to
show every feature of claims 4 and 9.

Claim 4 recites that movement of the

derailleur in the first derailleur direction corresponds to upward gear shifting and
that movement of the derailleur in the second derailleur direction corresponds to
downward gear shifting. The two different derailleur directions U, W are shown in
Figs. 5-15, and the specification state that movement in the winding direction W
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can correspond to upwards gear shifting g downward gear shifting, as recited by
claims 3 and 4. Accordingly, one of ordinary skill in the art looking to the present
drawings and specification would understand every feature of the invention as
specified in claims 3 and 4.

Claim 9 has been canceled without prejudice, render

the drawing objection based on this claim moot.
The Action also objected to Figs. 14-16 of the drawings because the
handwritten

reference

numbers

and characters

are

not plain and legible.

Replacement sheets including Figs. 14-16, which have been revised to replace the
handwritten reference numbers and characters with plain and legible typeface, are
submitted herewith.
Based on the amendments and remarks presented above, withdrawal of the
objection to the drawings is respectfully requested.

Claim Obiections
The Action objected to claims 4 and 5 because of informalities. Claim 4 has
77

been amended to insert a space in the term “gear shifting.
“gearshifting” or contain other informalities.

Accordingly, withdrawal of the

objection to claims 4 and 5 is respectfully requested.
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Claim Reiections - 35 USC 8 112

Claims 1, 46, 49, and 50 were rejected under 35 U.S.C. § 112, first paragraph,
as not being enabled because of functional claim language recitations. Specifically,
the Action stated that these claims do not recite the particular structure which
accomplishes the recited function or result. Applicant respectfully traverses this

rejection.
Claims 1, 46, 49 and 50 have been each amended to recite specific structure
of the control device, including a lever that is “movably connected to [a] support
body and operative associated with both a brake and a derailleur” and “an

intermediate shaft having a first end rotatably connected to a main shaft associated
with the [single] lever and a second end slidably connected to a [derailleur
component] .” Each one of these claims has been further amended to recite that the
lever moves in first and second directions “relative to the support body” to actuate
the brake and derailleur.

One of ordinary skill in the art looking to the currently

amended claims, specification, and drawings would understand what structures are
encompassed by the claims and allow the stated functions to occur.
Claims 1-25 and 46-48 were also rejected under 35 USC § 112, second
paragraph, as being indefinite for failing to particularly point out and distinctly
claim the subject matter of the invention.

rejection.
_ 21 _
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Claim 1 has been amended to remove the ambiguous terms “to command”
and “two first and second substantially opposite directions of movement” and

current recites a single lever “operativelv associated with both a brake and a
77

derailleur.

Movement of the single lever by a first distance and a second distance

in the second direction operates the derailleur “in a first derailleur direction” and
“in a second derailleur direction,” respectively. Claim 46 has also been amended to
remove the term “to command.”

Claim 7 has been amended to define the

orientations of the first and second rotational axes with respect to each other,

instead of with respect to the bicycle’s direction of movement.

Claim 8 has been

amended to recite that the first rotational axis is “substantially horizontal with
respect to a surface that the bicycle is traveling on,” thus providing a frame of
reference.
Claim 11 has been amended to remove the phrase “according to a third
rotational axis” and currently recites that the single lever is “angularly mobile with
respect to the connecting rod about a third rotational axis between the rest position
and a deviated position, the third rotational axis being parallel to and offset from
the second rotational axis.”

Claim 17 has been amended to eliminate the term

‘and/or” and currently recites that a projecting element “associated with said cablewinding bush g said gear wheel.”

Claim 19 has been amended to recite “a first

sector and a second sector that each includes a plurality of teeth and a number of
_ 22 _
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spaces formed between adjacent ones of the plurality of teeth, the number of spaces
being at least equal to the predetermined number of angular positions,” which
clarifies that each one of the first and second sectors includes a plurality of teeth
and a number of spaces that corresponds to the predetermined number of angular
positions. Claim 19 has been further amended to recite “an elastic member” instead
7

of “a third elastic member.’

Claims 20 and 21 have been amended in accordance

with the Action’s suggestions, replacing “corresponding” with “which corresponds
to” in claim 20, and inserting the phrase “such as” in claim 21 for clarify. Claim 22
has been amended to remove the phrase “sufficient so that” and currently recites
that “the gear wheel can rotate in the second direction due to the tension of the
derailleur control cable, which allows the first ratchet to move against the active
side of the space in which it is engaged.”

Finally, claim 47 has been amended to

provide antecedent basis for “an intermediate body” and remove the term “the

second rotational axis.”
Claims 2-6, 10, 12-16, 18, 23-25, and 48 are dependent upon claims 1, 6, 11,
20, 21, and 47 and are now similarly in compliance with § 112.
Based on the amendments and remarks presented above, withdrawal of the
§ 112 rejections of claims 1-25 and 46-50 is respectfully requested.
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Claim Reiections - 35 USC 8 102

Claims 1-3, 5, 46, 49, and 50 were rejected under 35 U.S.C. § 102(b) as being
anticipated by Jordan et al. (US 2006/0207 37 5). Applicant respectfully traverses

this rejection.
As an initial matter, Jordan et al. fails to disclose or suggest “a si_ngl_e lever”
that operates both a brake and a derailleur, as recited by independent claims 1 and
46. The Action points to the second portion 36 of Jordan et al.’s control lever 20 as
the “single lever” that is mobile with respect to the support body to command both a
brake and a derailleur.

However, Jordan et al.’s control lever 20 (improperly

referred to as the control lever 36 in the Action) only operates the gear change
mechanism, and does n_ot operate the brake, which is operated by a separate brake
lever 28. (See Jordan et al., paras. [0015] and [0016]). As shown in Fig. 1 of Jordan
et al., the brake lever 28 and control lever 20 are two separate levers with different
pivot points 30, 48. Jordan et al.’s specification also states that the control lever 20
does not control both braking and gear shifting. To control braking, the brake lever
28 pivots about a brake pivot 30 to pull a brake cable to slow the bicycle. However,
to shift the gear change mechanism, the control lever 20 is rotated in the shift
direction to release or pull the control cable 11. (See Jordan et al., paras. [0015] and
[0020]). In contrast to Jordan et al.’s bicycle shifter 10, which require two separate
levers to command the brake and derailleur, claims 1 and 46 recite a si_ngl_e lever
-241680007-1
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that operates M components.

The claimed single lever configuration is

advantageous at least in that the cyclist does not need to move the grip of his/her
hands, can perform maneuvers quickly and safely, and can easily carry out braking
and gear shifting simultaneously using the single lever. (See Published Application,
para. [0018]).
While Applicant believes that Jordan et al. cannot anticipate or render claims
1 and 46 obvious for the reason discussed above, independent claims 1, 46, and 49
have each been further amended to recite that the control device includes “an

intermediate shaft having a first end rotatablv connected to a main shaft associated
with the [single] lever and a second end slidablv connected to a derailleur
component.” (emphasis added). Independent claim 50 has been similarly amended
to recite “an intermediate shaft having a first end rotatablv connected to a main
shaft associated with the single lever and a second end slidablv connected to a
portion of the gearshift mechanism.” (emphasis added). These features are shown
and described by at least Figs. 2-4 and paragraphs [0084]-[0090] of the published
application.
As shown in Fig. 3 of the present application (reproduced below in part in
annotated form), an intermediate shaft 29 is arranged within the support body 4.
The intermediate shaft 29 (shown shaded) includes a first end 30 rotatably
connected to a main shaft 27 associated with the lever 9, and a second end 33
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slidably connected to a derailleur component, in this case a shaft 21 of a cablewinding bush 19 for the derailleur control cable 20. (See also Published Application,
para. [0094]). This configuration of the intermediate shaft 29 allows the lever 9 to
rotate about the first rotational aXis X1 to actuate the brake without also actuating
the derailleur, and to rotate about the second rotational aXis X2 to actuate the
derailleur independently of the brake.

In other words, the intermediate shaft 29

transmits both rotational motion between the main shaft 27 associated with the
lever 9 and the derailleur component, a situation that occurs during gear shifting,
as well as the positioning of the intermediate shaft 29 and main shaft 27 in
directions inclined with respect to each other, a situation that occurs during braking
and shown in Fig. 3. (See Published Application, para. [0089]).

[Balance of Page Intentionally Left Blank]
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Application — Fig. 3 (reproduced in part with additional annotations)

Jordan et al. fails to disclose or suggest these features of the currently
amended independent claims 7 as Jordan et al. lacks any component that can be
“'

considered an

intermediate shaft having one end rotatably connected to a main

shaft associated with the single lever and a second end slidably connected to a
77

derailleur component.

In contrast to the present claims, Jordan et al.’s control

lever 20 is rigidly connected to the drive pawl 84 and take-up member 22 to actuate
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the gear shift mechanism. As shown by Figs. 1 and 2 of Jordan et al., its bicycle
shifter 10 is structurally distinct from the claimed control device, and cannot
anticipate or render currently amended claims 1, 46, 49, and 50 obvious.
Claims 2-3 and 5 depend from claim 1 and are patentable over Jordan et al.
for at least the same reasons discussed above.
Based on the amendments and arguments presented above, withdrawal of
the § 102(b) rejection of claims 1-3, 5, 46, 49, and 50 is respectfully requested.

Claim Reiections - 35 USC 8 103
Claims 1-10 and 46-50 were rejected under 35 U.S.C. § 103(a) as being
unpatentable over Tsumiyama et al. (US 2002/0139218) in view of Jordan et al.
Applicant respectfully traverses this rejection.
As discussed above, Jordan et al. fails to disclose or suggest every element of
currently amended independent claims 1, 46, 49, and 50, which claims 2-10 and 4748 depend from.

The Action points to Tsumiyama et al. as disclosing a control

device having a support body and a single lever mobile with respect to the support

body to command both a brake and a derailleur. However, Tsumiyama et al. suffers
from the same deficiency as Jordan et al. and fails to disclose or suggest “an

intermediate shaft having a first end rotatably connected to a main shaft associated
with the [single] lever and a second end slidably connected to a [derailleur
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component], as recited by the present claims.

Whereas the claimed control device

includes an intermediate shaft with both a pivotal connection and a sliding
connection, which allows for unique movements between the lever and the
derailleur component during braking and gear shifting, Tsumiyama et al.’s control
lever 150 is coupled to the shift control mechanism 300 through a series of
concentrically layered plate members, absent any “intermediate shaft” connected
between a main shaft associated with the lever and a derailleur component.

(See

Tsumiyama et al., Figs. 1-2; paras. [0027]-[0034]). Accordingly, the combination of
Tsumiyama et al. and Jordan et al. cannot render currently amended claims 1, 46,
59, and 50 obvious.
Based on the amendments and arguments presented above, withdrawal of
the § 103(a) rejection of claims 1-10 and 46-50 is respectfully requested.
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Conclusion
If the Examiner believes that any additional matters need to be addressed in
order to place this application in condition for allowance, or that an interview will
advance the prosecution of this application, the Examiner is invited to contact the

undersigned to schedule an interview at the Examiner's convenience.
In view of the foregoing amendment and remarks, Applicant respectfully
submits that the present application, including all of the pending claims, is in
condition for allowance and a notice to that effect is respectfully solicited.

Respectfully submitted,
Giuseppe Dal Pra’

By

/Linda X. Shi]
Linda X. Shi
Registration No. 64,800

(215) 255-9148
LShi@vklaw.com
Volpe and Koenig, P.C.
United Plaza
30 South 17th Street
Philadelphia, PA 19103-4009
Telephone: (215) 568-6400
Facsimile: (215) 568-6499
LXS/ASV/lat
Enclosures
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