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DETAILED ACTION
Notice of Pre-AIA or AIA Status
The present application, filed on or after March 16, 2013, is being examined
under the first inventor to file provisions of the AIA.

Information Disclosure Statement
The information disclosure statement filed 10/15/2014 fails to comply with the
provisions of 37 CFR 1.97, 1.98 and MPEP § 609 because the Non-Patent Literature
submitted has not been provided with enough quality to be legible. It has been placed

in the application file, but the information referred to therein has not been considered as
to the merits. Applicant is advised that the date of any re-submission of any item of
information contained in this information disclosure statement or the submission of any
missing element(s) will be the date of submission for purposes of determining

compliance with the requirements based on the time of filing the statement, including all
certification requirements for statements under 37 CFR 1.97(e). See MPEP

§ 609.05(a).

Election/Restrictions
Restriction to one of the following inventions is required under 35 U.S.C. 121:
l. Claims 1-12, drawn to a hair device, classified in a45d8/36.
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ll. Claims 13-20, drawn to a system/method of creating a decorated accessory,

classified in b44b/3/OO.
Inventions l and II are related as process of making and product made. The

inventions are distinct if either or both of the following can be shown: (1) that the
process as claimed can be used to make another and materially different product or (2)
that the product as claimed can be made by another and materially different process

(MPEP § 806.05(f)). In the instant case the hair device, the hair device can be made
with an insert that is three dimensional without any printing on it and not the preprinted

sheet of the method.
Restriction for examination purposes as indicated is proper because all these
inventions listed in this action are independent or distinct for the reasons given above
ﬂ there would be a serious search and/or examination burden if restriction were not

required because one or more of the following reasons apply:
0

the inventions have acquired a separate status in the art in view of their different
classification
the inventions have acquired a separate status in the art due to their recognized

divergent subject matter
the inventions require a different field of search (e.g., searching different
classes/subclasses or electronic resources, or employing different search
strategies or search queries).
Applicant is advised that the reply to this requirement to be complete must
include (i) an election of an invention to be examined even though the requirement
may be traversed (37 CFR 1.143) and (ii) identification of the claims encompassing
the elected invention.
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The election of an invention may be made with or without traverse. To reserve a

right to petition, the election must be made with traverse. If the reply does not distinctly
and specifically point out supposed errors in the restriction requirement, the election
shall be treated as an election without traverse. Traversal must be presented at the time
of election in order to be considered timely. Failure to timely traverse the requirement

will result in the loss of right to petition under 37 CFR 1.144. lf claims are added after
the election, applicant must indicate which of these claims are readable upon the
elected invention.
Should applicant traverse on the ground that the inventions are not patentably

distinct, applicant should submit evidence or identify such evidence now of record
showing the inventions to be obvious variants or clearly admit on the record that this is
the case. In either instance, if the examiner finds one of the inventions unpatentable
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C.

103 or pre-AIA 35 U.S.C. 103(a) of the other invention.
Claim 1 is generic to the following disclosed patentably distinct species:

Species A: Headband
Species B: Hair Clip
The species are independent or distinct because as disclosed the different
species have mutually exclusive characteristics for each identified species. In addition,
these species are not obvious variants of each other based on the current record.
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, or
a single grouping of patentably indistinct species, for prosecution on the merits to which
the claims shall be restricted if no generic claim is finally held to be allowable.
There is a search and/or examination burden for the patentably distinct species

as set forth above because at least the following reason(s) apply:

0

the species or groupings of patentably indistinct species have acquired a

separate status in the art in view of their different classification
0
0

the species or groupings of patentably indistinct species have acquired a
separate status in the art due to their recognized divergent subject matter
the species or groupings of patentably indistinct species require a different field

of search (e.g., searching different classes/subclasses or electronic resources, or
employing different search strategies or search queries).

Applicant is advised that the reply to this requirement to be complete must
include (i) an election of a species or a grouping of patentably indistinct species
to be examined even though the requirement may be traversed (37 CFR 1.143) and
(ii) identification of the claims encompassing the elected species or grouping of
patentably indistinct species, including any claims subsequently added. An argument

that a claim is allowable or that all claims are generic is considered nonresponsive
unless accompanied by an election.
The election may be made with or without traverse. To preserve a right to

petition, the election must be made with traverse. If the reply does not distinctly and
specifically point out supposed errors in the election of species requirement, the election

shall be treated as an election without traverse. Traversal must be presented at the time
of election in order to be considered timely. Failure to timely traverse the requirement
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will result in the loss of right to petition under 37 CFR 1.144. lf claims are added after
the election, applicant must indicate which of these claims are readable on the elected
species or grouping of patentably indistinct species.
Should applicant traverse on the ground that the species, or groupings of
patentably indistinct species from which election is required, are not patentably distinct,
applicant should submit evidence or identify such evidence now of record showing the
species to be obvious variants or clearly admit on the record that this is the case. In
either instance, if the examiner finds one of the species unpatentable over the prior art,
the evidence or admission may be used in a rejection under 35 U.S.C. 103 or pre-AIA

35 U.S.C. 103(a) of the other species.
Upon the allowance of a generic claim, applicant will be entitled to consideration
of claims to additional species which depend from or otherwise require all the limitations
of an allowable generic claim as provided by 37 CFR 1.141.

During a telephone conversation with Stephen Schott on 04/20/2016 a
provisional election was made without traverse to prosecute the invention of Invention l,

Species A, claims 1-12. Affirmation of this election must be made by applicant in
replying to this Office action. Claims 18-20 are withdrawn from further consideration by
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention.

Claim Objections
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Claim 5 is objected to because of the following informalities: “an other” should be
“another”. Appropriate correction is required.

Claim Rejections - 35 USC § 1 12
The following is a quotation of the first paragraph of 35 U.S.C. 112(a):
(a) IN GEN ERAL.—The specification shall contain a written description of the
invention, and of the manner and process of making and using it, in such full, clear, concise,

and exact terms as to enable any person skilled in the art to which it pertains, or with which it
is most nearly connected, to make and use the same, and shall set forth the best mode

contemplated by the inventor orjoint inventor of carrying out the invention.

The following is a quotation of the first paragraph of pre-AIA 35 U.S.C. 112:
The specification shall contain a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact terms as to

enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same, and shall set forth the best mode contemplated by the

inventor of carrying out his invention.

Claims 4-5 are rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AIA),
first paragraph, as failing to comply with the enablement requirement. The
claim(s) contains subject matter which was not described in the specification in

such a way as to enable one skilled in the art to which it pertains, or with which it
is most nearly connected, to make and/or use the invention. Applicant claims the
device is a headband where the cover is connected via a hinge, where there is no
disclosure to provide a headband with a hinge. The Specification merely provides
disclosure for the hinged element to be located on a hair clip.
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Drawings
The drawings are objected to under 37 CFR 1.83(a). The drawings must show

every feature of the invention specified in the claims. Therefore, the headband with the
hinged cover must be shown or the feature(s) canceled from the c|aim(s). No new

matter should be entered.
Corrected drawing sheets in compliance with 37 CFR 1.121 (d) are required in
reply to the Office action to avoid abandonment of the application. Any amended
replacement drawing sheet should include all of the figures appearing on the immediate
prior version of the sheet, even if only one figure is being amended. The figure or figure
number of an amended drawing should not be labeled as “amended.” If a drawing figure
is to be canceled, the appropriate figure must be removed from the replacement sheet,
and where necessary, the remaining figures must be renumbered and appropriate
changes made to the brief description of the several views of the drawings for
consistency. Additional replacement sheets may be necessary to show the renumbering

of the remaining figures. Each drawing sheet submitted after the filing date of an
application must be labeled in the top margin as either “Replacement Sheet” or “New
Sheet” pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner,

the applicant will be notified and informed of any required corrective action in the next
Office action. The objection to the drawings will not be held in abeyance.

Claim Rejections - 35 USC § 102
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In the event the determination of the status of the application as subject to AIA 35

U.S.C. 102 and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any
correction of the statutory basis for the rejection will not be considered a new ground of
rejection if the prior art relied upon, and the rationale supporting the rejection, would be

the same under either status.
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that
form the basis for the rejections under this section made in this Office action:
A person shall be entitled to a patent unless —(a)(1) the claimed invention was patented,
described in a printed publication, or in public use, on sale or otherwise available to the public
before the effective filing date of the claimed invention.

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Chen
(US Pat # 4,999,747).
In regards to claims 1-3, Chen teaches a wearable hairband accessory
comprising a base body (Figure 1 at 8), a transparent (Col 1, Lines 59-60) cover (Figure
1 at 1) removably connected to the base body (via Figure 1 at 80/81/82 which is a
removable, snap in connection with 11/12/13), wherein the base body and transparent
cover form a receptacle there between (Col 1, Lines 63-66), and an interchangeable
decorative insert (Figure 1 at 3 where such is capable of being interchangeable with any

other of the bulb boards) sized to fit within the receptacle.

Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Dion

(us Pat # 5,934,734).
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In regards to claims 1-3, Dion teaches a wearable hairband accessory (see figure
1 where element 16 is a band for holding a hair) comprising a base body (Figure 1 at
10b), a transparent (Col 5, Lines 58-59) cover (Figure 1 at 10a) removably connected to
the base body (see figure 2 at elements 20/22 where such are a snap on connection),
wherein the base body and transparent cover form a receptacle there between (Figure 2
at 24a/24b), and an interchangeable decorative insert (Figure 1 at 34 where such is

capable of being interchangeable with any other of the bulb boards) sized to fit within
the receptacle.

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103 which forms the basis for all
obviousness rejections set forth in this Office action:
A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102 of this title, if the differences
between the claimed invention and the prior art are such that the claimed invention as a whole
would have been obvious before the effective filing date of the claimed invention to a person
having ordinary skill in the art to which the claimed invention pertains. Patentability shall not
be negated by the manner in which the invention was made.

Claims 1-2 are rejected under 35 U.S.C. 103 as being unpatentable over
Chou (US Pat # 5,826,597) in view of Liao (US Pub # 2011/0315160) and Miller (US
Pat # 3,211,160).
In regards to claims 1-2, Chou teaches a wearable hairband accessory
comprising a base body (Figure 1 at 1), wherein the base body forms a receptacle

between (Figure 1 at 10) the ends of the base, and an interchangeable decorative insert
(Figure 1 at 2) sized to fit within the receptacle.
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Chou does not teach a transparent cover removany connected to the base body.
However, Liao teaches a hair accessory to have its decorative portion (Figure 3
at 5) covered by a transparent layer (Figure 3 at 6). It would have been obvious to one

of ordinary skill in the art, at the time the invention was filed to modify the headband of
Chou to contain the transparent cover of Liao, in order to protect the decorative portion
from wear (Liao, Paragraph 4).
With regards to the transparent cover being removably connected to the base,
Miller teaches a headband with a removable cover (Col 2, Lines 53-65) to be secured at

the ends of the headband (see figure 6 at 42). It would have been obvious to one of
ordinary skill in the art, at the time the invention was filed to modify the transparent
cover of modified Chou to be removable, as taught by Miller in order to allow the user to
access the headband separately from the cover.

Claims 4-5 are rejected under 35 U.S.C. 103 as being unpatentable over
Chen, as applied to claim 2 above, in view of Hsu (US Pub # 2012/0090635).
In regards to claims 4-5, as applied to claim 2 above, Chen teaches the base
body and cover are connected; but does not teach one end of the headband contains a
hinge to removably couple the cover to the base body with a removable snap on
connection at an opposing end. However, Hsu teaches a headband body (Figure 1 at
11) to contain a cover (Figure 1 at 2) with a hinge at one end (Figure 2 at 3) and a snap
connection (Figure 1 at 3 where such snaps into engagement) at an opposing end. It
would have been obvious to one of ordinary skill in the art, at the time the invention was
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filed to replace the connection of Chen to be the hinge of Hsu as such are functional
equivalents and would be expected to perform equally well with one another.

Claims 6, 9 and 10 are rejected under 35 U.S.C. 103 as being unpatentable
over Chou in view of Liao and Miller, as applied to claim 2 above, in further view
of Porter (US #D603,584).
In regards to claims 6, 9 and 10, as applied to claim 2 above, modified Chou
teaches the base body and cover are connected, but does not teach they are connected
by a removable clip. However, Porter teaches a headband with a removable clip
including a decorative head (see Figure 1 below at A) that secures the top and bottom

of the headband (See figure 1) by a shaft (see Figure 1 below at B) that fits within a hole
located on a hair accessory to attach to the decorative head. It would have been

obvious to one of ordinary skill in the art, at the time the invention was filed to modify the
headband of modified Chou to contain the removable clip with the decorative head/shaft
of Porter in order to increase the aesthetic appeal of the device.
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Figure 1 of Office Action: Porter Figure 2 annotated for clarity

Claims 7, 9 and 12 are rejected under 35 U.S.C. 103 as being unpatentable
over Chou in view of Liao and Miller, as applied to claim 2 above, in further view

of Hill et al. (US Pub # 2012/0125360).
In regards to claim 7, as applied to claim 2 above, modified Chou discloses the
base body and cover are connected, except that the base body and cover are
connected through snap connection instead of magnetic fasteners. Hill et al. shows that

magnetic fasteners are an equivalent structure known in the art. Therefore, because
these two fasteners for removable engagement were art-recognized equivalents at the

time the invention was made, one of ordinary skill in the art would have found it obvious
to substitute the snaps of modified Chou for the magnetic fasteners of Hill et al.
In regards to claims 9 and 12, as applied to claim 2 above, modified Chou

teaches a headband, but does not teach a decorative item comprising a decorative
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head is removany attached to the cover via magnetic attachment. However, Hill et al.
teaches a headband cover to carry a removable decorative element, secured by
magnetic attachment (Paragraph 0022). It would have been obvious to one of ordinary

skill in the art, at the time the invention was filed to modify the headband of modified
Chou to contain the decorative element of Hill et al. in order to increase the aesthetic

appeal of the device.

Claims 8, 9 and 11 are rejected under 35 U.S.C. 103 as being unpatentable
over Chou in view of Liao and Miller, as applied to claim 2 above, in further view

of Klug (US Pat # 6,688,316).
In regards to claim 8, as applied to claim 2 above, modified Chou discloses the
claimed invention except that the base body and cover are connected through snap
connection instead of hook and loop fasteners. Klug shows that hook and loop

fasteners are an equivalent structure known in the art. Therefore, because these two
fasteners for removable engagement were art-recognized equivalents at the time the

invention was made, one of ordinary skill in the art would have found it obvious to
substitute the snaps of modified Chou for the hook and loop fasteners of Klug.
In regards to claims 9 and 11, as applied to claim 2 above, modified Chou
teaches a headband, but does not teach a decorative item comprising a decorative

head is removably attached to the cover. However, Klug teaches a headband cover
(Figure 2a at 24) contains a removable decorative item (Figure 2a at 28) removably
attached via hook and loop fastener (Figure 2a at 20/22. It would have been obvious to
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one of ordinary skill in the art, at the time the invention was filed to modify the headband
of modified Chou to contain the removable decorative item of Klug in order to increase
the aesthetic appeal of the device.

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to BRIANNE KALACH whose telephone number is
(571 )270-7489. The examiner can normally be reached on Monday- Thursday, 8:00
a.m.-6:OO pm.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Todd Manahan can be reached on 571-272—4713. The fax phone number
for the organization where this application or proceeding is assigned is 571 -273-8300.
Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272—1000.
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/B. K./
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Supervisory Patent Examiner, Art Unit 3776
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