UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMlVIERCE
United States Patent and Trademark Office
Address: COlVﬂVHSSlONER FOR PATENTS
PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

APPLICATION NO.

FILING DATE

FIRST NAMED INVENTOR

14/804,533

07/21/2015

Yury Orlovskiy

120281

7590

l ATTORNEY DOCKET NO.
WIL.P002.US.01

03/11/2016

Schott, PC.
687 West Lancaster Ave.

CONFIRMATION NO.
1762

EXAMINER
I
RIDER, LANCE W

Wayne, PA 19087
l

ART UNIT

l

PAPER NUMBER

|

DELIVERY MODE

1618
l NOTIFICATION DATE
03/1 1/2016

ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above—indicated "Notification Date" to the
following e—mail address(es):
patents @ schottpc .com

eofﬁceaction @ appcoll.c0m

PTOL—90A (Rev. 04/07)

Office Action Summary

Application No.
14/804,533

Applicant(s)
ORLOVSKIY ET AL.

Examiner

Art Unit

AIA (First Inventorto File)

LANCE RIDER

1618

$233

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE g MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.
-

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)IXI Responsive to communication(s) filed on W.
[I A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on _.

2a)I:| This action is FINAL.

2b)|:| This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.
4)|:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under EX parte Quay/e, 1935 CD. 11, 453 O.G. 213.

Disposition of Claims*

5)|XI Claim(s) 1-25is/are pending in the application.
5a) Of the above claim(s)

is/are withdrawn from consideration.

6)|:l Claim(s) _ is/are allowed.
7)I:l Claim(s) _ is/are rejected.
8)I:I Claim(s)
is/are objected to.
9)|XI Claim(s I 1-_25are subject to restriction and/or election requirement.
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitsz/lwww.usotoxtov/patents/init events/mh/indexlsn or send an inquiry to PPI-Ifeedback{<‘buspto.qov.

Application Papers
10)I:I The specification is objected to by the Examiner.
11)|:I The drawing(s) filed on

is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119
12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a)|:l All

b)I:I Some” c)I:I None of the:

1.|:I

Certified copies of the priority documents have been received.

2.I:I

Certified copies of the priority documents have been received in Application No.

3.|:I

Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attach ment(s)

1) D Notice of References Cited (PTO-892)
.

3) I] Interview Summary (PTO-413)

.

Paper No(s)/Mai| Date.

.

2) D Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b)

Paper No(s)/Mai| Date
US. Patent and Trademark Office
PTOL-326 (Rev. 11-13)

4) I:I Otheri

.
Office Action Summary

.
Part of Paper No./Mai| Date 20160307
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DETAILED ACTION
Notice of Pre-AIA or AIA Status
The present application is being examined under the pre-AIA first to invent
provisions.
In the event the determination of the status of the application as subject to AIA 35

U.S.C. 102 and 103 (or as subject to pre-AIA 35 U.S.C. 102 and 103) is incorrect, any
correction of the statutory basis for the rejection will not be considered a new ground of
rejection if the prior art relied upon, and the rationale supporting the rejection, would be
the same under either status.

Election/Restrictions

Restriction to one of the following inventions is required under 35 U.S.C. 121:

l. Claims 1-20, drawn to rare earth doped nanoparticles, classified in
A61 K41 /0052.

ll. Claims 21 -25, drawn to methods of inducing localized hyperthermia, classified
in A61K51/1244.

The inventions are distinct from each other for the following reasons:
Inventions l and II are related as product and process of use. The inventions can

be shown to be distinct if either or both of the following can be shown: (1) the process
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for using the product as claimed can be practiced with another materially different
product or (2) the product as claimed can be used in a materially different process of
using that product. See MPEP § 806.05(h). In the instant case, the compounds claimed
could be used as fluorescent contrast agents.
Restriction for examination purposes as indicated is proper because all these
inventions listed in this action are independent or distinct for the reasons given above
ﬂ there would be a serious search and examination burden if restriction were not

required because one or more of the following reasons apply:
the inventions have acquired a separate status in the art in view of their different
classification and/or the inventions require a different field of search (for example,
searching different classes/subclasses or electronic resources, or employing different
search queries).

Applicant is advised that the reply to this requirement to be complete must
include (i) an election of a invention to be examined even though the requirement
may be traversed (37 CFR 1.143) and (ii) identification of the claims encompassing
the elected invention.
The election of an invention may be made with or without traverse. To reserve a

right to petition, the election must be made with traverse. If the reply does not distinctly
and specifically point out supposed errors in the restriction requirement, the election

shall be treated as an election without traverse. Traversal must be presented at the time
of election in order to be considered timely. Failure to timely traverse the requirement

will result in the loss of right to petition under 37 CFR 1.144. lf claims are added after
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the election, applicant must indicate which of these claims are readable on the elected
invenﬂon.
Should applicant traverse on the ground that the inventions are not patentably

distinct, applicant should submit evidence or identify such evidence now of record
showing the inventions to be obvious variants or clearly admit on the record that this is
the case. In either instance, if the examiner finds one of the inventions unpatentable
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C.

103(a) of the other invention.
Joint In ventorship (If multiple inventors)

Applicant is reminded that upon the cancellation of claims to a non-elected
invention, the inventorship must be corrected in compliance with 37 CFR 1.48(a) if one
or more of the currently named inventors is no longer an inventor of at least one claim
remaining in the application. A request to correct inventorship under 37 CFR 1.48(a)
must be accompanied by an application data sheet in accordance with 37 CFR 1.76 that
identifies each inventor by his or her legal name and by the processing fee required

under 37 CFR1.17(i).

Notification of Potential Rejoinder (If product and process claims)
The examiner has required restriction between product or apparatus claims and
process claims. Where applicant elects claims directed to the product/apparatus, and all
product/apparatus claims are subsequently found allowable, withdrawn process claims
that include all the limitations of the allowable product/apparatus claims should be

considered for rejoinder. All claims directed to a nonelected process invention must
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include all the limitations of an allowable product/apparatus claim for that process
invention to be rejoined.

In the event of rejoinder, the requirement for restriction between the
product/apparatus claims and the rejoined process claims will be withdrawn, and the
rejoined process claims will be fully examined for patentability in accordance with 37
CFR 1.104. Thus, to be allowable, the rejoined claims must meet all criteria for
patentability including the requirements of 35 U.S.C. 101, 102, 103 and 112. Until all
claims to the elected product/apparatus are found allowable, an otherwise proper
restriction requirement between product/apparatus claims and process claims may be

maintained. Withdrawn process claims that are not commensurate in scope with an
allowable product/apparatus claim will not be rejoined. See MPEP § 821.04.
Additionally, in order for rejoinder to occur, applicant is advised that the process claims
should be amended during prosecution to require the limitations of the
product/apparatus claims. Failure to do so may result in no rejoinder. Further, note

that the prohibition against double patenting rejections of 35 U.S.C. 121 does not apply
where the restriction requirement is withdrawn by the examiner before the patent

issues. See MPEP § 804.01.

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to LANCE RIDER whose telephone number is (571 )2701337. The examiner can normally be reached on M-F 11-12 and 1-4.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Michael G. Hartley can be reached on (571)272-0616. The fax phone
number for the organization where this application or proceeding is assigned is 571 -

273-8300.
Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272—1000.

/LANCE RIDER/
Examiner, Art Unit 1618

